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journal and (2) is not binding precedent of the Board.

Paper No. 16

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte ADI EL ABI LEAH

Appeal No. 96-0871
Application 08/ 177, 858!

HEARD: FEBRUARY 10, 1999

Bef ore BARRETT, FLEM NG and DI XON, Adm ni strati ve Patent
Judges.

FLEM NG Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

This is a decision on appeal fromthe final rejection of

claims 1 and 3 through 7. Cains 12 and 13 have been all owed

! Application for patent filed January 5, 1994.
According to appellant, the application is a continuation-in-
part of Application 08/ 031, 120, filed March 12, 1993, now
abandoned.
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by the Examner. Cains 2 and 8 through 11 have been

cancel ed.

The invention relates to backlit liquid crystal display
devices (LCDs) having a first light source for operation
during the day, and a separate and i ndependent second |i ght
source for operation at night. On page 42 of the
speci fication, Appellant discloses that Figure 10 illustrates
t he proper positioning of an integral inmage-
splitting/collimating | ens 302, an EL night |lanp 398 and a
serpentine daytinme lanp 300. |In particular, on pages 43 and
44 of the specification, Appellant discloses that the spacing
between the parallel daytinme |light sources 300 is an inportant
parameter to the achievenent of substantially uniformlight
fromeither the daytine |light sources 300 or the EL night |anp
398. Appellant discloses that by manufacturing the
backl i ghti ng system so that the inner dianmeter of the daytinme
sources 300, "D", is equal to the gap, "T", between the inner
peri pheries of adjacent daytinme |ight sources, the
backlighting fromeither the daytinme |ight sources 300 or the
EL night lanp 398 results in substantially uniform
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illum nation produced by the integral inmage-
splitting/collimting | ens 302.

The i ndependent claim1l is reproduced and is appended to
t hi s deci si on.

The Exam ner relies on the follow ng references:

Abi | eah et al. (Abileah) 5,161, 041 Nov. 3,
1992

Farrell 5, 143, 433 Sept. 1, 1992
Mlitary Standard M L-L-85762A Aug. 26, 1988

Claims 1 and 7 stand rejected under 35 U.S.C. § 103 as
bei ng unpatentabl e over Abileah in view of Farrell. Cains 3
through 6 stand rejected under 35 U.S.C. § 103 as being
unpat ent abl e over Abileah in view of Farrell and Mlitary
Standard M L-L-85762A.

Rat her than reiterate the argunents of Appellant and the

Exam ner, reference is nade to the briefs? and answers® for the

2 Appellant filed an appeal brief on February 13, 1995.
W will refer to this appeal brief as sinply the brief.
Appel lants filed a reply appeal brief on July 31, 1995. The
Exam ner responded to the reply brief with a suppl enenta
Exam ner's answer thereby entering and considering the reply
brief.

3 The Exam ner responded to the brief with an Exam ner's
answer, mailed June 1, 1995. W wll| refer to the Examner's
answer as sinply the answer. The Exam ner responded to the
reply brief with supplenmental Exam ner's answer nail ed
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respective details thereof.
OPI NI ON

W will not sustain the rejection of clains 1 and 3
t hrough 7 under 35 U.S.C. 8§ 103.

The Exam ner has failed to set forth a prima facie case.
It is the burden of the Exami ner to establish why one having
ordinary skill in the art would have been led to the clai ned
i nvention by the express teachings or suggestions found in the
prior art, or by inplications contained in such teachings or
suggestions. In re Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6
(Fed. GCr. 1983). "Additionally, when determ ning
obvi ousness, the clained invention should be considered as a
whol e; there is no legally recogni zable 'heart' of the
invention." Para-Ordnance Mg., Inc. v. SGS Inporters Int’l,
Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237, 1239 (Fed. G
1995), cert. denied, 117 S.C. 80 (1996) citing W L. Core &
Assocs., Inc. v. Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ
303, 309 (Fed. Gr. 1983), cert. denied, 469 U S. 851 (1984).

Appel I ant argues on pages 6-8 of the brief that neither

Sept enber 13, 1995.
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Abi | eah nor Farrell teach or suggest Appellants' unique
lighting el ement spacing that ensures uniformand non-
saturating lighting during nighttine activities. Appellant's
i ndependent claiml sets forth "two spaced apart |ight
emtting nmenbers each having an inner dianeter defining an
i nner periphery and an outer dianeter defining an outer
peri phery thereof, wherein said gap is defined as the distance
bet ween said i nner peripheries of said two spaced apart |ight
emtting nmenbers, said gap being of substantially the sanme
wi dth as each of said inner dianeters of said spaced apart
l[ight emtting nmenbers."” Appellant argues that nowhere is it
taught or suggested to nodify Abileah to space the |ight
emtting menbers of the first or daytine source a distance T
apart where gap T is substantially equal to the inner dianeter
di stance of each of the first source light emtting nenbers.
The Federal Circuit states that "[t]he nere fact that the
prior art may be nodified in the manner suggested by the
Exam ner does not neke the nodification obvious unless the

prior art suggested the desirability of the nodification.” In

re Fritch, 972 F.2d 1260, 1266 n.14, 23 USPR2d 1780, 1783-84
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n.14 (Fed. CGr. 1992), citing In re Gordon, 733 F.2d 900,
902, 221 USPQ 1125, 1127 (Fed. Cir. 1984).

Upon a cl oser review of Abileah, we agree with the
Exam ner that Abileah fails to teach second |ight source.
Furthernore, we fail to find that Abileah teaches or suggests
the spacing of the first Iight source nenbers such that the
gap defined between the inner peripheries of two spaced apart
first light source nenbers a distance that is substantially
the sane as the inner dianeters of the first |ight source
menbers. In particular, we find that Abileah is silent to
this spacing in the specification. W further note that
Abi | eah does show the spacings in Figures 2A and 7 and these

spaci ngs are nmuch greater than Appellant's clai ned spaci ngs.

Turning to Farrell, we fail to find that Farrell teaches
or suggests the spacing of the first |light source nenbers such
that the gap defined between the inner peripheries of two
spaced apart first light source nenbers a distance that is
substantially the sane as the inner dianmeters of the first
light source nmenbers. As with Abileah, Farrell is silent as
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to this spacing in the specification. However, when Farrel
illustrates the spacing in the drawing, Farrell shows the
spaci ngs that spacings are nuch greater than Appellant's
cl ai med spacings. See Farrell's Figures 1, 2, 8 and 9.

The Exam ner has failed to show that the prior art
suggested the desirability of the Exam ner's proposed
nodi fication. W are not inclined to dispense with proof by
evi dence when the proposition at issue is not supported by a
teaching in a prior art reference or showmn to be common
know edge of unquestionabl e denonstration. Qur review ng
court requires this evidence in order to establish a prinma
facie case. In re Knapp-Mnarch Co., 296 F.2d 230, 232, 132
USPQ 6, 8 (CCPA 1961); In re Cofer, 354 F.2d 664, 668, 148
USPQ 268, 271-72 (CCPA 1966). Therefore, we find that the
Exam ner has failed to establish why one having ordinary skill
in the art would have been led to the clainmed invention by
t eachi ngs or suggestions found in the prior art.

We have not sustained the rejection of clains 1 and 3
t hrough 7 under 35 U.S.C. 8 103. Accordingly, the Exam ner's

decision is reversed.



REVERSED

LEE E. BARRETT )
Adm ni strative Patent Judge

BOARD OF PATENT
APPEALS AND
| NTERFERENCES

M CHAEL R FLEM NG
Adm ni strative Patent Judge

JOSEPH L. DI XON
Adm ni strative Patent Judge

N N N N N N N N N N N

Myers, Liniak & Berenato
6550 Rock Spring Drive, Ste. 240
Bet hesda, MD 20817
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APPENDI X

IRRgA' gUQg T2 LAREPSL =20 Tocgfreq MTfFP kezbecg fo =gT1g
OF 2979 TTXxaf TTAPFE =2O0MAKRGES MTLP kesbsescf fo 29Tg WILRTX
MPSLRETU 29TQg =26couqg TTApfL 20AKGS T2 TJToCgfLe6qg RE6IRMIRg
TTApfE swILFTUA Wewpsra:!
g2 69CpP O 29Tqg TUNUSL gTrIIwsgerza oL =29Tqg =bgceg gbarg
wewpera' =297g Agb peTud o =2AP=2EIULTITTA £Pe 29We MTIGEP
berrbpsrrez o =29T7qg £mo z=bgceqg gbgrg TTAPSF ewWTLeTUA
a2g9Tqg Agb T2 geITUeg g2 fPUS gI=LfIuce P6SLM6E66U 29Tg TUUER
JIIWS LSk geTTUTUA g ongek bernThbpexA fpexeor' MmpsreTw
JIIWSLESR gSTTUTUA sU JTUuusk bexrTtbpexrA gug gy omnfesk
gbgry TTAPE SsWTLLTUA WEeWPSE2 69CYT PIATUA IU TUUSK
2TS6 =20 g2 £O0 gsTIUe g Agb fpsrispsrmsessu’ =29T1g £Mmo z=bgcseqg
gbsre TTAPE SWTILLFTVA WewWpekRa2 O =2APELFULTITTA FP6 =gwe
g2 2979 TTIRaL TT1ApL =20M0kces' g Tesgage £gmo' =bgceg
cowbrr2TLA:
zoAarce 2979 JTTAPFf =2pgITT PS swWIfLfesg' fpe Twbroaswsug
LALEPSE TUCTAQTNA weguz [OR =2E6T6CLITUA LTROW MPpTCP TTAPE
2OAXC62 TOR 2a9Tg IRRIA' 2979 wWegw= [OoRk AswuskggcTudA JFTT1APSE
WILEELTX SEELIA fUSKRESpPA fo cregfe g bgTR o PIcCKTITFE TTAPF
2oAgrcez peTUA TOCGILSg REIRMIRG OF 29T7g K69k =2Tg6 OL 29Tg
g 2scouqg TTAPfL =Tonrrce' 2979 LTRaf gug =26ecouqg TTaps
2979 WILLTX ILLIA MPTICPY TUCTAgSz2 ¢ TTRa2f TTAPLS =2onkce gug
JTUucTNges weguza ok AdsusigrTud 77ApfE F£FO ps bgzzeq fpromdp
UG ¥ ReIk 2TJge' gJUg MUPSRETU 2979 gTebIgA LARfFpsk
brcgnare eTesweswugra' 297qg WILRTX IRRIA pPIATUA 9 ATemTUA =276
WILETX ILLIA O Rom2 gug coTnmuwuz o JTTdATg CGrRA=zfgT

T Iy g T7dnTg crA=zp9T gr=2bTgl mprcp JTUCTAge=2 g
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nhbolu £P6 R6g9R 2TQ6e Ol 2979 WILRTX IRRIA-
SAPREIVLTITTA AUTTORW ASUSRILTOU ©oFf TTApf Tox Twbrudesweus
PA 2979 TwWIds—-z=bJTTLETUA wegua Ire coJoTUeqg £O CREILS I
TTAPF =20oARCce ewTf=2 TTAPE' £pes sbTTe-Twgde=2 P6R60L ITOXWSQ
2Tge OL £P6 WILRTX IREIA' gJUQg 2ACP £PIF MPSU 29Tg =6coug
AUTEOrwWw ASUSRILTOW Of TTAPE Tox Twbrudeswsugr mbou P66 RegIk
2bTTEETUA weguz gre coloTUEq £O CREIFLE6 I 2APTEIVUELTITTIA
2bTTf' =2TWITIR TwWgAde= FPER60LT TORWSY PA =29Tg Twgde-—
2ACY £PYF MPSeU =9Tg TTRaef TTAPE =20AKGEe ewTg= T TAPE F£PS
TTApPEL =ZoArGcez gUqg peTwd =bgceqg Trow =29Tg TTAPfE =20ARcse=
weguz pPeTUA TOGIFLE6qg PELME6U a2ITg WIFRTX IRRIA gug =29T9g
TTAPF =OoMArce swTfz2 JTTAPFL FPSREGLROW' =29Tg Twgde-z2brreeTd
O =2ITY LITRa2f UG =26couqg TTAPFE OARCES2 MPSU 29Tg OUS
2bTTELTYA Weguza [OR broaTgTuwd £mo' 2TWITTIR Twgde= OF OUS
SUQg MPEREeTU 29T9g gTebTgA pArRepsk JTucTAge=z Twgde-—
wewpera2 O =29Tg LTRa2f TTAPEL =200KRGe:!
berThperTez o 2979 fmo =bgceg gbgrng TTAPE swIeseTUA
brolecsrs2a TUfFO SUg fFProndpy 2979 Agb permesuy fpe TUUSR
TTAPEL ewTfFfFeq TROoW asTg aecouqg JTTAPE 2[OAKCS gTRS6CETA

LTR2f TTAPE 2OARGE =2ACP £PIF£ 9 2npaeguseTgy boxgrow or s



